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Patents (Amendment) Act 2005 — Highlights

Indian Patents Act amended further on 05 April, 2005

Amendments are draconian, full of anomalies and contradictions!

Novelty requirement is now absolute

Software/computer program per se is not patentable

Indian and Non-Indian inventor resident in India, must first file patent application in
India before filing in any other country. This provision also applies to PCT applications
designating India,

The Indian Patents Act has been further amended by the Patents (Amendment) Act 2008, on
05 April, 2005. As the new Rules are yet to be framed for implementing the new amendments,
some time-lines and procedures may change. Taking into account the new provisions,
principal features of the amendments to the Indian Patents Act are as follows :

LAW
NOVELTY
The novelty requirement has been made absolute, both in respect of prior publication and
prior use of the invention, anywhere in the world.
WHAT IS INVENTIVE STEP
“Inventive step” has been redefined as “an invention that involves technical advance as
compared to the existing knowledge or having economic significance or both and that makes
the invention not obvious to a person skilled in the art™.
The term “pharmaceutical substance” introduced and defined as “a new entity involving
one Or more inventive steps”.
WHAT IS PATENTABLE
Product patents in respect of novel compositions, drugs, chemicals, agrochemicals, food
and new micro-organisms will be allowed.
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WHAT IS NOT PATENTABLE

Mathematical methods, business methods, computer program per se and algorithms remain
not patentable. Technical application of computer program software in industry and
software in combination with hardware which were briefly patentable under the Patents
(Amendment) Ordinance 2005, have now been omitted in the new Law thereby reinstating
the earlier “prohibition” against patentability of computer program/software per se.

New use of a known compound or new form of a known chemical entity will not be
patentable, unless such new form exhibits higher efficacy.

LIMITATION ON PATENT APPLICATION BY INVENTOR RESIDENT IN INDIA
Patent applications for all inventions made by anybody resident in India (Indians or non-
Indians) have to be filed in India first before filing elsewhere in the world. Thus patent
applications based on collaborative research and research work being done in India have to
be filed in India first before filing elsewhere in the world, including applications filed under
the PCT.

EXCLUSIVE MARKETING RIGHTS ABOLISHED

Provisions related to Exclusive Marketing Rights (EMR) have been abolished. All EMR
applications already filed shall be treated as applications for Request for Examination. EMR
already granted will continue to remain valid till Examination and Grant/Refusal of the
relevant patent.

PROVISIONS RELATED TO “BLACK BOX” APPLICATIONS

Right on a patent granted on a “Black Box” application will accrue only after the date of
grant. Further, if a “Black Box” application filed before 01 January 2005, under the
transition provision of the TRIPs agreement matures into a patent, any manufacturer who
has made significant investment for manufacture of the product and has produced and
marketed the product before 01 January 2005, will be able to continue the production after
01 January 2005, without infringing the patent but by paying a reasonable royalty to the
patent holder.

OPPOSITION

Pre-grant Opposition which can be filed by any person after publication of a patent
application and before grant of the patent, has been changed trom an ex-parte proceeding io
an inter-partes proceeding. Further, all grounds of pre-grant Opposition under the Act will
be available and the opponent will be made a party to any pre-grant opposition proceeding
with an opportunity of being heard.

Post-grant Opposition can now be filed by any interested person, within one year of grant
of the patent. All grounds as applicable for pre-grant opposition would be available.
DAMAGES

A Patentee will now be able to claim damages from the date of Publication of the patent
application, should infringement be established after Grant, except in case of patents
granted for “Black Box” applications, as mentioned above. It will also be possible to enforce
a Granted Patent even though it may be under opposition.

IMPORT OF PATENTED PRODUCT

Import of any patented product (including those relating to pharmaceuticals, chemicals,
agrochemicals, food and microorganisms) and such product made by a patented process into
India, without the consent of the patent owner, will now be construed as an infringement
along with manufacture, sale and use of the product in India.

Import, Sale or use of a patent product for obtaining approval from a regulatory authority,
in India or abroad, will not be considered infringement.

COMPULSORY LICENSE PROVISIONS

To facilitate manufacture and export of a patented drug to Least Developed Countries to
address their public health problem, it would be sufficient for the concerned Least
Developed Countries to authorize or notify such import from India or to issue a compulsory
license for the purpose.

The period for negotiation with the patent holder for grant of license for the patent on
reasonable terms, (before the Controller may consider grant of a compulsory license) will
not exceed 6 months. Further, the terms and condition for grant of compulsory license has
been relaxed in the favour of the licensee to allow export of the patented product, if need be.
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PARALLEL IMPORTS

The provision for parallel importation of a patented product has been further relaxed by
permitting import of a patented product from a person duly authorized under the law (earlier
authorized by the patentee) to produce, sell or distribute the product, as an exception to

infringement.
TIME PERIODS and PROCEDURES

The prescribed time for putting a patent application in order for Grant (the onus
remaining on the Applicant) has now been curtailed to 6 months from the date of the First
Examination Report (FER), plus an extension of time of 3 months, subject to endorsement
thereof by the new rules, to be notified shortly [We expect this period to be enhanced to 9
months plus an extension of time of 3 months]. The earlier period was 12 months. For patent
applications where the FER has already issued before 01 January 2005, the period remains 12
months.

Request for examination has to be filed within 36 months from the first priority date.

No period has been specified for the Examiner to take up examination after the Request has
been filed. A new Rule has been proposed, which provides that the Examiner will examine the
application within 3 months from the date of referral by the Controller of Patents to the
Examiner. This peculiar provision is purposeless and meaningless to the applicant.






