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Recent changes in the EP granting procedure:

The Extended European Search Report and
how to deal with it
to speed up the examination procedure
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1. Introduction

1.1 What is the Extended European Search Report (EESR]?

According to a decision of the Administrative Council dated 9 December 2004

a New Rule 44a was inserted into the EPC:

(1) The European search report shall be accompanied by an opinion on whe-
ther the application and the invention to which it relates seem to meet the requi-
rements of this Convention, unless a communication under Rule 51, paragraph:

2 or paragraph 4, can be issued.

(2) The opinion under paragraph 1 shall not be published together with the

search report.

This New Rule 44a of the Implementing Regulations shall apply to European
Patent Applications and International Applications entering the Europe-
an Phase, filed on or after; 1 July 2005.

1.2 Bringing Examination and Search Together (BEST)

Before the start of the project BEST at the EPO, search and examination were
performed at different locations (The Hague and Munich) by different Exa-
miners (Search Examiner and Substantive Examiner) resulting in low effici-

ency of the grant procedure.

Now, within the BEST procedure, the Search Examiner is also the Substanti-
ve Examiner in the Examining Division. For increased efficiency in the
overall grant procedure, a BEST Examiner prepares, already at the search

stage, an opinion about the patentability of the invention claimed.

Therefore, the BEST-project was an essential requirement for launching the
EESR.
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2. Former patent granting proceedings

If an European Patent has been accorded a date of filing and is not deemed to
be withdrawn, the Search Division draws up the European Search Report. The
European Search Report is published together with the application 18 months
after the filing date, if the European Search Report is completed before the

completion of the technical preparation of the publication.

If the applicant has not filed the request for examination together with the
application or the request for entry into the European Phase, a request for
examination may still be filed up to the end of six months after the date on
which the European Patent Bulletin mentions the publication of the European

Search Report.

If the applicant has filed the request for examination before the European
Search Report has been transmitted to him, the European Patent Office shall
invite him after the transmission of the report to indicate, within a period to
be determined, whether he desires to proceed further with the European
patent application (Art. 96 (1) EPC). Failure to respond to this communication
can be healt by a valid request for further processing or reinstitution in inte-

grum.

For accelerated proceedings the applicant may waive the communication ac-
cording to Art. 96 (1) EPC. In this case the application will be forwarded to
the Primary Examiner who prepares a communication according to Rule 51(2)
or Art. 51(4) EPC.

However, since the Search Examiner and the Primary Examiner were not iden-

tical persons, time delay occured due to transmission and reanalyzing.
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3. Present patent granting proceedings (since 1 July 2005

After a preliminary pilot phase, the EESR is now obligatory. The new procedu-
re also applies to the Supplementary European Search Report under Article
157(2)(a) EPC.

3.1 Standard patent granting proceedings

After filing of the application the BEST Examiner prepares the Extended Eu-

ropean Search Report accompanied by an opinion.

In the case of a positive opinion, the applicant then receives the
communication under Rule 51(4) EPC, provided a final toppingup search does
not reveal new prior art under Article 54(3) EPC and the examining division

concurs with the opinion.

If the opinion contains objections to grant of a patent, the Examining Divi-
sion issues a communication under Article 96(2) and Rule 51(2) EPC, setting
a time limit and referring to the content of the opinion. Then the normal exa-

mination procedure starts.

The applicant can shorten the procedure by filing arguments or amendments
under Rule 86(2) EPC to meet the objections raised in the opinion. Then the
communication under Article 96(2) and Rule 51(2) EPC cannot merely refer to
the content of the opinion. The communication issued must take account of

the amendments and arguments submitted.

3.2 Accelerated patent granting proceedings

If the applicant has paid the examination fee before receiving the search
report and waives the communication under Article 96(1) EPC, then a va-
lid request for examination has already been made. In such cases, examinati-
on proceedings can begin as soon as the European Search Report has been
issued. The Examiner then issues either an examination communication
under Article 96(2) and Rule 51(2) EPC or a communication under Rule 51(4)
EPC. Therefore, in these special cases, no opinion under Rule 44a EPC, but

rather a communication under Rule 51(2) or (4) EPC is sent to the applicant.
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If the Examining Division considers that the application and the invention to
which it relates meet the requirements of the EPC, it issues a communica-
tion under Rule 51(4) EPC, provided a final search does not reveal new prior
art under Article 54(3) EPC.

If there are objections to the grant of a patent, the examination communica-
tion under Article 96(2) and Rule 51(2) EPC is issued as soon as possible after
the European Search Report. Under the BEST procedure (Bringing
Examination and Search Together), the examination communication under
Article 96(2) and Rule 51(2) EPC is drawn up more quickly, significantly
reducing the period of time elapsing between receipt of the European
Search Report and receipt of the first examination communication. This
also reduces the time available for filing amendments under Rule 86(2) EPC,

but does not affect amendments under Rule 86(3) EPC.
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4. Summary

The EESR will be a first step to bringing the procedures under the EPC and
the PCT into line, bearing in mind that for International Applications filed as
from 1 January 2004 the International Searching Authorities will issue an

Extended International Search Report.

We consider the EESR as an efficient tool and service helping you to make an
informed decision about your case at an early stage and enabling the Office
to streamline the grant procedure. Therefore, the EESR gives you the option

of accelerating the patent grant proceedings and to reduce economic risks.



