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[EPO 4 J:HE Part F Chapter IV-15
4.12 Product-by-process claim
Claims for products defined in terms of a process of manufacture are allowable only if the products as such fulfil
the requirements for patentability, i.e. inter alia that they are new and inventive. A product is not rendered novel
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merely by the fact that it is produced by means of a new process (see T150/82). A claim defining a product in
terms of a process is to be construed as a claim to the product as such. The claim may for instance take the form
"Product X obtainable by process Y". Irrespective of whether the term "obtainable", "obtained", "directly obtained"
or an equivalent wording is used in the product-by-process claim, it is still directed to the product per se and
confers absolute protection upon the product (see T20/94). As regards novelty, when a product is defined by its
method of manufacture, the question to be answered is whether the product under consideration is identical to
known products. The burden of proof for an allegedly distinquishing "product-by-process" feature lies with the
applicant, who has to provide evidence that the modification of the process parameters results in another product,
for example by showing that distinct differences exist in the properties of the products (see T205/83).
Nevertheless, the examiner needs to furnish reasoned argumentation to support the alleged lack of novelty of a
product-by-process claim, especially if this objection is contested by the applicant (see T828/08). According to
Art.64(2), if the subject matter of a European patent is a process, the protection conferred by the patent extends
to the products directly obtained by such process. The provisions of this Article are understood to apply to
processes producing products completely different from the starting materials as well as to the processes
producing only superficial changes (e.g. painting, polishing). However, Art.64(2) does not affect the examination
of claims in respect of their patentability under the EPC and is not to be taken into account by an Examining
Division (see T103/00).]

[543
The first decision in this regard was T 150/82 (OJ 1984, 309). The board stated that claims for products defined
in terms of processes for their preparation (known as "product-by-process" claims) were admissible only if the
products themselves fulfilled the requirements for patentability and there was no other information available in
the application which could have enabled the applicant to define the product satisfactorily by reference to its
composition, structure or some other testable parameter (established case law, see e.g. T 956/04 and T 768/08).

The board clarified the conditions for novelty of product-by-process claims in decision T 205/83 (0J 1985, 363). It
stated that the polymer product of a known chemical process was not rendered new merely by virtue of a
modification to the process. If a chemical product could not be defined by structural characteristics but only by its
method of manufacture, novelty could be established only if evidence was provided that modification of the
process parameters resulted in other products. It was sufficient for this purpose if it was shown that distinct
differences existed in the properties of the products. This evidence might not include properties which could not
be due to the product's substance parameters (see also T 279/84, T 151/95, T 728/98, T 564/02 and T 1247/03).

In decision T 300/89 (OJ 1991, 480) it was stated that the application lacked novelty if the claim neither defined
the product structurally nor mentioned all the specific conditions needed to obtain necessarily the products
whose novelty could be demonstrated, e.g. by means of comparative tests. Similarly, in T 552/91 (OJ 1995, 100)
the board ruled that the claim had to include all the process parameters required for unambiguously defining the
claimed substances as inevitable process products. As chemical reactions only rarely took one particular course
and therefore only rarely led to uniform substances, it was generally necessary to indicate not only the starting
materials and reaction conditions, but also the method by which the reaction mixture was processed to obtain the
claimed substances. This case law was confirmed in T 956/04, where the board considered that without clearly
indicating the specific starting materials and the specific reaction conditions, the "obtainable-by" features as
claimed failed to unequivocally define the claimed catalysts as inevitable process products.

In T 728/98 the board stated that the general rule that the level of purity of a low molecular chemical compound
could not entail novelty was also valid in the case of a product-by-process claim where the purity level was the
inevitable result of the preparation process indicated in the claim. In the case at issue the appellant (applicant)
had not been able to prove the existence of an exceptional situation where all attempts had failed to achieve a
particular level of purity by conventional purification methods. For details of the issue of "achieving a higher
degree of purity", see Chapter I.C.5.1.4.

In T 803/01 the board noted that (contrary to the view of the examining division) there was no statement
whatsoever in T 205/83 (OJ 1985, 363) which prohibited the presence of parameters relating to impurities in a
claim for reasons of clarity. The parameters relating to the purity of the polylactides were technical features in line
with R. 29(1) EPC 1973. This was considered to be a relevant criterion for assessing the extent to which the use
of purity parameters in a product claim was allowable from the point of view of clarity (G 2/88, OJ 1990, 93).

In T 394/03 the board ruled that improved product quality achieved by means of a process did not generally
constitute, in a product-by-process claim, a structural feature giving rise to novelty or inventive step. In the case at
issue, a decorated ceramic product was claimed which differed from known products of this type only by virtue of
its better quality, which had been achieved by means of the process according to the invention.

Requirement that the claimed product cannot be described in any other way

The criterion laid down in T 150/82 (OJ 1984, 309), whereby it must be impossible to define the claimed
product other than in terms of a process of manufacture is now established case law (see e.g. T 333/93, T
749/95, T 950/97, T 1074/97, T 933/01). Inter alia, it was discussed specifically in the following decisions.




The board stated in decision T 320/87 (OJ 1990, 71) that product-by-process claims were admissible for hybrid
seeds and plants when they were not individually definable biological entities which could be characterised by
their physiological or morphological features.

In decision T 130/90 the board had to rule on recombinant monoclonal antibodies having two different
specificities and produced by a process involving trioma cells or quadroma cells and thus producing antibodies in
a native form. The patentability of the process was not questioned. The process known from prior art
chemically recombined antibody half-molecules. At issue was the validity of the product claim. The prior art did
not disclose how fully re-associated molecules, i.e. with the same structure as native antibodies, which might be
contained in the mixture of hybrids, could be screened out and isolated from molecules which were chemically
altered. The board allowed a claim for bispecific recombinant monoclonal antibodies comprising intact
immunological chains produced by the process claimed in the independent process claims of the patent in suit.
Defining the antibodies by their process was the only way of delimiting them vis-a-vis the prior art.

In T 552/91 (OJ 1995, 100) it was held that where a European patent application relates to chemical substances
originally defined by an incorrect chemical structural formula, correction of which is not allowable under R. 88
EPC 1973, replacement of the incorrect formula by the correct one infringes Art. 123(2) EPC 1973. Nevertheless,
the submission of a "product-by-process" claim is compatible with Art. 123(2) EPC 1973 if it contains all the
measures required to obtain this result (starting materials, reaction conditions, separation).| (435 7E : {b:C PBP
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